United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE j 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/729,140 


12/04/2003 


Hiroshi Kanno 


60201 (72039) 


1325 



21874 7590 04/03/2008 

EDWARDS ANGELL PALMER & DODGE LLP 
P.O. BOX 55874 
BOSTON, MA 02205 



EXAMINER 



LEE, CHEUKFAN 



ART UNIT 



PAPER NUMBER 



2625 



MAIL DATE 



04/03/2008 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



\jiii\*xj rw*ii\jiM ^umiiicii y 


Application No. 

10/729,140 


Applicant(s) 

KANNO, HIROSHI 


Examiner 

Cheukfan Lee 


Art Unit 

2625 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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1 . Claims 1- 5 are pending. Claim 1 is independent. 

2. Claims 3/1 (meaning claim 3 depending on claim 1 ), 4/3/1 , and 5/3/1 are 
objected to because of the following: 

In claim 3/1 , the language of line 8 and lines 9-10 creates confusion. On line 8, 
the term "said other data transmission means" lack antecedent basis, and on lines 9-10, 
the phrase "the limited range of transmission capacity set for said other data 
transmission means" lacks antecedent basis. The bases are set on lines 4-5 of claim 2 
upon which claim 3 also depends, but claim 3/1 does not depend on claim 3/2. The 
same term and phrase also appear at the end of claim 3. 

Claims 4/3/1 and 5/3/1 are objected to as being dependent on objected claim 3/1 . 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Yamanaka 
(Japanese Patent Application Publication No. 2000-196839). Yamanaka was cited by 
Applicant in the IDS filed December 4, 2003 and discussed in the description of the 
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related art on pages 1 and 2 of the specification of the application. A machine 
translation of the JP reference is attached. 

Claim 1 is written broadly such that it is met by Yamanaka. 

Regarding claim 1, Yamanaka discloses an apparatus for transmitting reading 
data having a scanner function, a data transmission function and a data compression 
function (paragraphs 0010-0017, Figs. 2 and 3), the apparatus comprising a document 
reading means (scanner device 10) for reading a document having been subjected to 
data processing of a predetermined content (refer to "picture" of Yamanaka), a data 
compression means for compressing the data read from the document with a 
designated file format (see paragraph 0015, the last portion, step 4 of Fig. 3, and 
paragraph 0016, step 4 of Fig. 3), a data transmission means for transmitting the 
compressed data to a selectable destination (see paragraph 0017, step 10 of Fig. 3), 
and a transmission capacity limitation confirmation means (0016, step 5 of Fig. 3) for 
confirming a limitation on the transmission capacity set (by the final controlling element 
12) for the data transmission means, the transmission capacity limitation confirmation 
means having a function of transmitting the read data to a designated destination via a 
designated data transmission means when it is confirmed that a data volume 
compressed for transmission falls within the limited range of transmission capacity set 
for the data transmission means (paragraph 0017, step 5; N and step 10 in Fig. 3). 
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5. Claim 2 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

6. Claims 3/2, 4/3/2, and 5/3/2 would be allowable if rewritten to overcome the 
objection(s) set forth in this Office action and to include all of the limitations of the base 
claim and any intervening claims. 

7. The following is an examiner's statement of reasons for allowance: 
Claim 2 would be allowable because Yamanaka (JP Publication No. 2000- 

196839) does not disclose that the transmission capacity limitation confirmation means 
comprises the claimed four functions claimed in claim 2. 
Claims 3/2, 4/3/2, and 5/3/2 depend on claim 2. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Tanaka (U.S. Patent No. 5,832,126), "Method and apparatus for compressing 
mixed text and image data" 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheukfan Lee whose telephone number is (571) 272- 
7407. The examiner can normally be reached on 9:30 a.m. to 6:00 p.m., Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Cheukfan Lee/ 

Primary Examiner, Art Unit 2625 



